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This newsletter is provided with our compliments. Its purpose is to inform our readers of developments within the firm and in the legal field of intellectual
property law. We invite your comments, questions, and opinions.

How to Keep (Your) Face -
The Rights of Publicity and Privacy

by Benjamin E. Leace

Over the years, baseball trading
cards have increased in popularity
and value. They have spawned col-
lector organizations, publications,
card shows, and card stores. Base-
ball trading cards have become big
business, from which the players
receive compensation; the baseball
umpires do not. Ratner & Prestia
recently completed a successful rep-
resentation of 12 Major League
Baseball™ umpires in a lawsuit
against several of the baseball trad-
ing card companies. The suit was
based upon the unauthorized and
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uncompensated use of the umpires'
pictures on baseball trading cards.
The issues arose from the action
scenes that appear on baseball trad-
ing cards, in which an umpire is

to determine the specific elements
that make up the cause of action in
a particular jurisdiction, there are
some general definitions that are

(continued on page 6)

seen calling a play or
otherwise interacting
with the players, such
as the scene shown in
the fictional card
depicted adjacent this
article. The question
was, "Did the base-
ball trading card com-
panies infringe upon
the umpires' right
of publicity with the
commercial use of
the umpires' pictures
on baseball trading
cards?"

The rights of pub-
licity and privacy have
evolved over the years
from the common law,
i.e. from the body of
law that is based on
court decisions, as
opposed to statutory
law that is based upon

Joe Baseball

laws passed by the
legislature. Today, a
number of states have

@ 2000 Baseball Cards

legislation defining
these rights. There is
often an overlap
between the right of
privacy and the right
of publicity. Although
it is always necessary

ing runner.

Baseball trading cards typically depict a player in an
action pose on the playing field. The fictional card
shown above, for example, shows a catcher tagging a slid-
Players are clearly entitled to receive com-
pensation for the commercial use of their photographs by
the card companies. Are other people, specifically
umpires, who also appear on the card similarly entitled?



Mine Your Gold:
Inventory IP Assets

The current intellectual property
(IP) asset management system
that exists in many companies
consists merely of collecting patents
in a file drawer in the legal depart-
ment. This practice leaves a lot to
be desired. Andy Ney, former
patent counsel in a large cor-
poration, points out from personal
experience, "Successful IP manage-
ment can have a very real and
lasting effect on a company's bot-
tom line. One year, our company's
entire profit could be attributed
to licensing income from its IP
portfolio."

So what should a business do?
Perhaps they should follow the lead
of the country's largest and most
innovative companies; many have
recently begun specific programs
aimed at managing their IP. One of
our clients, IBM, was among the first
to develop an application to manage
its own IP information more effi-
ciently. The solution - the IBM
Patent Server Website - was based
on Internet/intranet technology and
was designed to deliver information
on patents rapidly and easily to the
desktop. In 1997, IBM made this
system available to the public via
the World Wide Web. This site
(http://www.ibm.com/patents)
remains one of the most compre-
hensive sources for finding and
viewing information on more than 2
million U.S. patents issued since
1971. On average, during 1998, the
site had close to a half-million hits
per day and continues to grow. Of
course, IBM encourages site visitors
to license IBM technology.

Companies need not be as
sophisticated as IBM to implement
a successful program. Any success-
ful program should include the follow-
ing steps: 1) create an inventory by
identifying IP assets; 2) assess those
assets by determining their value; 3)
develop a strategy by linking the IP

The National Patent Board

About two years ago, a nu-
cleus of corporate and private
patent practitioners began for-
mulating the concept of an inde-
pendent, privately run, patent
Designed by patent own-
ers and patent practitioners, the
National Patent Board (NPB) was
modeled after the National Adver-
tising Division of the Better Busi-
ness Bureau (the "NAD"). That
independent body, created by
advertisers to resolve the often
highly technical and high-dollar
impact issues arising from nation-
al product advertising, has a
25-year record of delivering
quick, inexpensive, and respected
results. NAD rules provide for
limited discovery and written,
non-binding decisions. The quali-
ty of these decisions has led
to a very high acceptance rate,
allowing disputants to avoid the
far more costly and protracted
alternatives of Lanham Act or
Federal Trade Commission pro-
ceedings.

Similarly, the NPB is designed
to provide patent disputants with
an alternative forum comprising
"blue ribbon" panels of experi-
enced patent attorneys, who will
supervise limited discovery and
render expedited decisions based,
in most cases, solely on briefs and

court.

lawyer argument. The NPB is an
entirely new private court for
expeditious and high-quality reso-
lution of patent disputes. It has
been discussed at several national
conferences. Procedural rules

have been debated and adopted,

and a Board of Trustees represent-
ing major industry and inventor
groups is now functioning.

The NPB Board of Trustees
represents a wide spectrum of the
patent community, including large
and small corporations, law firms,
a law school professor, and a
United States District judge. Cor-
porations who have representa-
tives on the Board of Trustees are
The Procter & Gamble Company,
Becton Dickinson & Co., Mobil Oil
Corp., Rohm and Haas Company,
Deloitte & Touche, Anatomic
Research, Inc., Symyx Technolo-
gies, General Electric Company,
Schlumberger Limited, and Intel
Corporation.
one of the private law firms sup-
porting the NPB.

The ultimate success of the
NPB will depend upon the quality
of the panelists who render the
decisions. Only if the proceedings
are truly expeditious and fair, and
the decisions well-reasoned and
consistent with controlling judicial
authority, will disputants come to
respect and use the NPB. Kevin
Casey of R&P has been trained
and certified to enter the pool of
experienced patent practitioners
that the NPB will assign to serve
on three-member panels. The
panels will conduct proceedings
and render decisions in patent dis-
putes submitted to the NPB.
Please contact Kevin if you would
like more information about the
NPB, including its rules and rec-
ommended techniques for resolv-
ing patent disputes. =

Ratner & Prestia is

assets to overall business goals; 4)

invest in selected IP to build for the

future; 5) deploy the assets to make

money; and 6) evaluate the results.

The process of fashioning an IP

asset portfolio can require a substan-
3-

tial commitment and is a dynamic
task, especially given constant
changes in technology. But the
rewards can mean the difference
between a company in the red and
one that reaps a profit. m



